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STATUS OF CLAIMS 



Claims 1 1-24 are the subject of this appeal. 



STATUS OF AMENDMENTS 



No amendments were made after final rejection. 



SUMMARY OF THE INVENTION 



Briefly stated, the present invention is directed to a process for making alkyl or 
alkenyl oligoglycosides by first mixing glucose sirup and a fatty alcohol to form a 
suspension, adding an acidic catalyst to the suspension to form a mixture, and then 
acetalizing the mixture to form the oligoglycosides. See page 2, lines 7 to 15. 

ISSUES 

Whether claims 11-13, 16-18, 21, 22 and 24 are anticipated under 35 U.S.C. 
§ 102(b) by Carduck et al., US 5,554,741. 

Whether claims 11-24 are obvious under 35 U.S.C. § 103(a) over Carduck et al., 
US 5,554,741 . 



The claims stand and fall together. 

ARGUMENT 

Carduck '741 fails to anticipate the claimed invention on the grounds that it 
fails to disclose each and every element thereof. 

Appellant would first like to note that it is well settled in the law that a factual 
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determination of anticipation requires the disclosure, in a single reference, of each and 
every element of a claimed invention, and an Examiner must identify wherein each and 
every facet of the claimed invention is disclosed in the applied reference. See, In re 
Lew . 17 USPQ2d 1561 (Bd. Pat. App. & Inter. 1990). 

Appellant respectfully submits that the Carduck reference fails to anticipate the 
claimed invention on the grounds that it fails to disclose each and every element 
thereof. More particularly, the process of the present invention involves the use of an 
aqueous glucose sirup which is mixed with a fatty alcohol followed by the addition of an 
acid catalyst and subsequent acetalization of the aqueous glucose sirup/fatty alcohol 
suspension. 

The Carduck reference, on the other hand, requires that its glucose sirup/fatty 
alcohol suspension be free of water, prior to acetalization, see col. 3, lines 5-51. The 
Examiner has noted that the glucose sirup employed by the present invention is 
consistent with the definition of glucose sirup disclosed in the Carduck reference. While 
Appellant agrees with the Examiner's observation, it is noted that at no point during the 
claimed process is water removed from Appellant's claimed suspension, prior to 
acetalization. In the Carduck reference, on the other hand, it is seen in col. 3, lines 24- 
31, that Carduck removes water from its glucose sirup/fatty alcohol suspension prior 
to acetalization. Consequently, since this acetalization of a glucose sirup/fatty alcohol 
suspension which contains water is NOT DISCLOSED by the Carduck reference, it 
cannot serve to anticipate Appellant's claimed invention. 

Carduck 741 fails to render the claimed invention obvious on the grounds 
that it fails to contain any teaching or suggestion which might motivate a person 
of ordinary skill in the art to modify its teaching in a manner which would read on 
the claimed invention. 
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Appellant would first like to note that it is clear in the law that, to establish a 
prima facie case of obviousness under 35 U.S.C. § 103(a) based upon a single 
reference, the Office must show an art-recognized motivation to modify the reference in ' 
the manner asserted by the Office. See, In re Gordon , 221 USPQ 1125, 1127 (Fed. 
Cir. 1984). 

This being the case, Appellant respectfully submits that the Carduck reference 
fails to render the claimed invention prima facie obvious on the grounds that it fails to 
contain any teaching or suggestion which would motivate one of ordinary skill in the art 
to keep the water in the glucose sirup/fatty alcohol suspension prior to acetalization, as 
is presently claimed, rather than remove the water as is taught by the Carduck 
reference at col. 3, lines 24-31 . Clearly, the removal of water from the glucose 
sirup/fatty alcohol suspension is a required element of Carduck's invention. 

Moreover, Appellant would also like to note that it is equally well settled in the 
law that one important indicium of non-obviousness is the teaching away from the 
claimed invention by the prior art. See, In re Braat . 16 USPQ2d 1812 (Fed. Cir. 1990). 
Appellant respectfully submits that based on Carduck's clear teaching that water be 
removed from the glucose sirup/fatty alcohol suspension prior to acetalization, rather 
than left in as is disclosed by the claimed invention, this reference serves to establish 
the non-obviousness of Appellant's invention by clearly teaching away therefrom. 

SUMMARY 

Carduck 741 fails to anticipate the claimed invention on the grounds that it fails to 
disclose each and every element thereof. 

Carduck 741 fails to render the claimed invention prima facie obvious on the 
grounds that it fails to contain any teaching or suggestion which would motivate one skilled 
in the art to modify its teaching in a manner which would read on the claimed invention. 
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It is requested for the reasons given above, that the Board find for Appellant on all 
of the issues, and reverse the Examiner's Final Rejections. 

Respectfully submitted, 




Steven J. Trzaska 

Cognis Corporation (Reg. No. 36,296) 

2500 Renaissance Blvd., St. 200 Attorney forApplicant(s) 

Gulph Mills, PA 19406 (610) 278-4329 
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APPENDIX 
CLAIMS ON APPEAL 

11. A process for making alkyl and/or alkenyl oligoglycosides comprising: 

(a) providing an aqueous glucose sirup; 

(b) providing a fatty alcohol; 

(c) combining the glucose sirup with the fatty alcohol in order to form a 
glucose sirup/fatty alcohol suspension; 

(d) providing an acidic cataylst; 

(e) adding the acidic catalyst to the glucose sirup/fatty alcohol suspension; 
and 

(f) acetalizing the glucose sirup/fatty alcohol suspension containing the acidic 
catalyst to form the alkyl and/or alkenyl oligoglycosides. 

12. The process of claim 1 1 wherein the glucose sirup has a solids content of from 
50 to 85% by weight, based on the weight of the glucose sirup. 

13. The process of claim 1 1 wherein the glucose sirup has a monomeric glucose 
content of from 80 to 99.9% by weight, based on the weight of the glucose sirup. 

14. The process of claim 1 1 wherein the glucose sirup of (a) is in supercooled melt 
form. 

15. The process of claim 1 1 wherein the fatty alcohol of (b) is preheated to a 
temperature of from 25 to 40°C. 



Appl. No. : 09/381,154 
Grp./A. U.: 1714 




6 



Appl. No. : 09/381,154 
Grp./A. U.: 1714 L 




16. The process of claim 1 1 wherein the fatty alcohol corresponds to formula (I): 



wherein R 1 is an aliphatic, linear or branched hydrocarbon radical having from 6 to 22 
carbon atoms, and up to 3 double bonds. 

17. The process of claim 1 1 wherein the glucose sirup and fatty alcohol are 
combined in a molar ratio of from 1:1 to 1:10. 

18. The process of claim 1 1 wherein the cataylst is added to the glucose sirup/fatty 
alcohol suspension in an amount of from 0.1 to 5% by weight, based on the weight of 
the suspension. 

19. The process of claim 1 1 wherein the process is carried out discontinuously in a 
stirred tank reactor. 

20. The process of claim 1 1 wherein the process is carried out in a cascade of from 
3 to 6 stirred reactors. 

21 . The process of claim 1 1 wherein the glucose sirup/fatty alcohol suspension is 
dried prior to acetalization. 

22. The process of claim 20 wherein the cascade of stirred reactors has a 
temperature gradient of from 70 to 120°C. 



R 1 OH 



(I) 
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23. The process of claim 20 wherein the cascade of stirred reactors has a pressure 
gradient of from 20 to 50 mbar. 

24. The process of claim 1 1 wherein acetalization is carried out under reduced 
pressure. 
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